THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.
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ON BRI EF

Before KIMIN, PAK and LI EBERMAN, Adni ni strative Patent
Judges.

KIMLIN, Administrative Patent Judge.

DECI S| ON ON APPEAL

This is an appeal fromthe final rejection of clains 1-7,
13 and 14. dainms 8-12, the other clains remaining in the

present application, stand wi thdrawn from consi deration as
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being directed to a non-elected invention. Caim1lis

illustrative:
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1. A heat-shrinkable filmconprising:

a) a core |ayer conprising an ethyl ene-vinyl alcoho
copol yner;

b) two outer layers conprising a blend of ethyl ene-vinyl
acet ate copol yner and et hyl ene-"-ol efin copol yner; and

c) two adhesive |ayers,
wherein said fil mhas

i) a free shrink of at least 40%in both directions
at 120EC and

ii) a maximum shrink force in the transverse
di rection, throughout its range of shrink
tenperatures, not exceeding 0.5 Ncm

The exam ner relies upon the follow ng references as

evi dence of obvi ousness:

Bornstein et al. (Bornstein) 4,064, 296 Dec. 20, 1977
Newsonme (Newsone ' 960) 4, 457, 960 Jul. 3, 1984
Newsone (Newsone ' 897) 0, 092, 897 Feb. 11, 1983

(Eur opean patent application)

Appel lants' clainmed invention is directed to a heat-
shrinkable filmconprising a copolyneric core |ayer, and two
adhesi ve | ayers bonding the core layer to two outer |ayers of
a blend of copolynmers. The filmhas a free shrink of at |east
40% in both directions at 120EC and a maxi num shrink force in

the transverse direction that does not exceed 0.5 N cm
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According to appell ants, heat-shrinkable filnms having a

maxi num shri nk force
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in excess of 0.5 NNcmcan lead to a severe distortion of a
food-carrying tray and "even render the package unfit for
commercial use" (page 7 of Brief). Appellants' heat-
shrinkabl e fil m possessing the clai med maxi mnum shrink force
"is obtained by submtting the film after orientation, to a
subsequent heat treatnent” (page 8 of Brief).

Appeal ed clainms 1-7, 13 and 14 stand rejected under
35 U.S.C. 8 112, second paragraph. The appeal ed clains al so
stand rejected under 35 U.S.C. 8 103 as bei ng unpatentabl e
over Newsone ' 897 or Newsone '960 in view of Bornstein.?

Upon careful consideration of the opposing argunents
presented on appeal, we will not sustain either of the
exam ner's rejections.

We consider first the examner's rejection of the
appeal ed cl ainms under 35 U. S.C. 8 112, second paragraph.
According to the examner, claiml is indefinite "since the
relative position of the adhesive and outer |ayers are not
unanbi guously set forth and since there is no antecedent basis

for "transverse direction' or 'both directions'" (page 3 of

1 Newsone '897 is equivalent in disclosure to Newsone
' 960.
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Answer). However, we fully concur with appellants that when
the criticized claimlanguage is read in |ight of the present
specification, as it nust be, one of ordinary skill in the art
woul d readily understand that "one adhesive |ayer is disposed
bet ween, and adheres, the barrier core |layer to an outernost
| ayer, and the other adhesive layer is disposed between, and
adheres, the barrier core |layer to another outernost |ayer”
(page 11 of Brief). Likew se, the exam ner has not set forth
any conpelling line of reasoning which establishes that one of
ordinary skill in the art would not understand the claim
| anguage "both directions” to refer to the |ongitudinal and
transverse directions of the film

W now turn to the exam ner's rejection under 35 U S. C
8§ 103. The exam ner acknow edges that the applied references,
particularly the primary references of Newsone, are silent
regardi ng the maxi num shrink force of the disclosed heat -
shrinkable film Notw thstanding this silence, the exam ner
concludes that "the filmof Newsonme would inherently neet the
criterion of 0.5 N cm since dependi ng upon test sanple
di mensi ons or thickness of the Newsone filmit would neet the
limtation as now cl ai ned" (page 5 of Answer). However, the
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fatal flaw in the examner's rejection is that the exam ner
fails to lend factual support to the ultinmate concl usion of
inherency. It is well settled that a determ nation of

i nherency cannot be established by probabilities or
possibilities, but that it is incunbent upon the exam ner to
establish the inevitability of the inherency which is

propounded. In re Celrich, 666 F.2d 578, 581, 212 USPQ 323,

326 (CCPA 1981); In re WIlding, 535 F.2d 631, 635-36, 190 USPQ

59, 63-64 (CCPA 1976). The examner's reference to the
di mensi ons or thickness of Newsone's test sanples is bare
specul ati on.

In some instances it is appropriate for an exam ner to
reject a claimed article on the principle of inherency when it
can be denonstrated that there is a substantial correspondence
bet ween the nethods of making the clainmed article and the
article of the prior art. However, in the present case, the
exam ner has not attenpted to draw any such correspondence
bet ween appel |l ants' net hod of making the cl ai med heat -
shrinkable filmand the nmethod di scl osed by Newsone.
Significantly, appellants disclose that the clainmed filmis
prepared by heating the film obtained by the known extrusion
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and orientation processes to a tenperature in the range of
about 70EC to about 100EC. On the other hand, Newsone

di scl oses no such processing after orientation. Hence, there
is no factual basis on this record for concluding that the
films of Newsome have the maxi mnum shrink force recited in the

appeal ed cl ai ns.



Appeal No. 1997-3520
Appl i cation No. 08/357, 487

I n concl usi on, based on the foregoing, the exam ner's
decision rejecting the appealed clains is reversed.

REVERSED

EDWARD C. KI M.I'N
Adm ni strative Patent Judge

CHUNG K. PAK BOARD OF PATENT
Adm ni strative Patent Judge APPEALS AND
| NTERFERENCES

PAUL LI EBERVAN
Adm ni strative Patent Judge
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ECK: cl m
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WR Gace & Co. Conn
P. O Box 464
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